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1 . The 112 claim rejections are maintained. 

2. The art rejections over Kono et al (US 6,943,138) have been overcome in view of 
the present amendment. Kono fails to teach the mineral oil uniformly distributed 
across a surface of a stretched film in view of the process disclosed in Kono. 
However, the art rejections over Hirayama (US 6,383,564) are maintained. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is technically and legally improper to include an 
additional element in the polishing pad in view of the close language "consisting of 
recited in claim 1 . The examiner notes that as the hollow polymeric microelements 
are embedded in the polymeric matrix, the hollow polymeric microelements can not 
be part of the polymeric matrix physically and chemically. Accordingly, the 1 12 
rejections are sustained. It is suggested that claim 1 is amended in a manner such 
that the polishing layer is consisting of a hydrophilic polymeric matrix, liquid non- 
water soluble microelements and hollow polymeric microelements to avoid the issue 
of indefiniteness. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 3-5, 7, 9-12, 14 and 16 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hirayama (US 
6,383,564). Hirayama discloses a composite material comprising a substrate and a 
porous covering layer formed on the substrate (figure 1 ). The porous covering layer 
consists of a hydrophilic polymeric matrix and silicone oil embedded in the polymeric 
matrix (claim 1 , column 4, lines 15-23). The silicone oil is present in the polymeric 
matrix in an amount of 1 to 30% by weight (column 3, lines 60-65). The silicone oil 
gives the pores having an average size of 3 microns or less (column 4, lines 40-45). 
The hydrophilic polymeric matrix includes polyethylene glycol (column 2, lines 47- 
50). The silicone oil is volatized to leave micropores (column 4, lines 35-38). It 
appears that the covering layer is structurally the same as the polishing layer of the 
present invention, i.e., the silicone oil embedded in the polymeric matrix, the silicone 
oil being volatized to leave micropores. Likewise, it is the examiner's position that 
the same mechanisms will be expected as the covering layer is abraded, i.e., the 
embedded silicone oil exposed at the surface of the covering layer. The same token 
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is applied to the semi-transparency of the covering layer as like material has like 
property. The porous layer is applied to a camera lens, which is a transparent 
(column 7, lines 10-15). At column 4, lines 58-65 of Hirayama, "This porous 
structure is substantially homogeneous in the direction of the thickness of the 
covering layer. Therefore, even if the covering is worn away, the surface having 
substantially the same nature as the initial surface makes its appearance. As a 
result, there is produced an advantage that its initial performance can be kept for a 
long time." The passage at least indicates that the open pores are uniformly 
distributed over the entire surface of the covering layer, including the exterior and 
interior surfaces of the covering layer. Accordingly, Hirayama anticipates or strongly 
suggests the claimed subject material. 
8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hirayama 
(US 6,383,564) as applied to claim 1 above, and further in view of Bernheim et al 
(US 2004/0137155). Hirayama does not specifically disclose an average molecular 
weight of the polyethylene glycol. Bernheim, however, teaches a fog resistant 
coating comprising a polyurethane composition comprising an isocyanate 
prepolymer and polyethylene glycol having an average molecular weight of 3000 
(paragraph 112). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to use the polyethylene glycol having 
an average molecular weight in the range disclosed by Bernheim because such is 
an intended use of the material and Bernheim provides necessary details to practice 
the invention of Hirayama. 
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Response to Arguments 

9. The art rejections over Hirayama taken individually or in combination with Bernheim 
et al have been maintained for the following reasons. Applicants contend that 
Hirayama fails to contemplate, teach or suggest the claimed invention, especially the 
silicone oil uniformly distributed across a surface of the polishing layer. The 
examiner respectfully disagrees. The examiner directs Applicants' attention to 
column 4, lines 58-65 of Hirayama, "This porous structure is substantially 
homogeneous in the direction of the thickness of the covering layer. Therefore, 
even if the covering is worn away, the surface having substantially the same 
nature as the initial surface makes its appearance. As a result, there is produced 
an advantage that its initial performance can be kept for a long time." The passage 
at least indicates that the open pores are uniformly distributed over the entire 
surface of the covering layer, including the exterior and interior surfaces of the 
covering layer. Accordingly, the art rejections are sustained. However, the 
examiner notes that the Hirayama covering layer has the open pores uniformly 
distributed over its entire surface. Should the claim be further amended in a 
manner such that the open pores defined by the embedded liquid microelements are 
uniformly distributed across an exterior surface of the polishing layer and the open 
pores are not present in an interior surface of the polishing layer, the amendment will 
be effective to overcome the issue of anticipation. 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from 
the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final 
action. 

1 1 .Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571) 272-1485. 
The examiner can normally be reached on Monday through Thursday, from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Rena Dye can be reached on (571) 272-3186. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 

/Hai Vol 

Primary Examiner, Art Unit 1794 



